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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

2. Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Watanabe et 
al. (USPN 6,166,143) in view of Masubuchi (JP 2001-019827) (abstract included in Sept. 29, 
2006 IDS, translation of Detailed Description section included with this Office Action). 

In regard to claims 1 , 3 and 6, Watanabe et al. teach a hose comprising a substrate layer 
comprising a fibrous material, an adhesive layer and a thermoplastic elastomer layer (see, for 
example, col. 16, lines 35-60). The composition of Watanabe et al. has improved compatibility 
and has a sufficient heat resistance, oil resistance, flexibility, and low compression set and oil 
resistance for hoses (col. 2, lines 63-67). 

Watanabe et al. fail to teach the recited mixture of polymers as the material of the 
thermoplastic elastomer layer. 
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Masubuchi, however, disclose a thermoplastic elastomer composition that is suitable as 
the thermoplastic elastomer composition of a hose and of parts of appearance that corresponds to 
the claimed mixture of polymers that has excellent crack-proof property, pliability, the low- 
temperature characteristic, weatherability, intensity, and molding workability (see, for example, 
paragraphs 0043, 0006-0019 of translation). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have used the thermoplastic 
elastomer composition of Masubuchi as the thermoplastic elastomer composition of the hose of 
Watanabe et al. since the composition of Masubuchi has properties that are desirable for hoses 
such as pliability, the low-temperature characteristic and weatherability as taught by Masubuchi. 

To the extent that Masubuchi does specifically teach any of the recited properties, these 
characteristics would be inherent in the composition: the composition of the reference is 
composed of the same components that are recited, so the skilled artisan would expect the 
inherent physical characteristics to be the same, as well, since there is nothing otherwise recited 
that would lead to a different result. 

In regard to claim 2, Masubuchi teach that the composition includes a rubbery polymer 
that corresponds to the claimed rubber (see, for example, paragraph 0023). Although Masubuchi 
does specifically teach the recited glass transition temperature and any other properties not 
specifically taught, these characteristics would be inherent in the composition: the composition 
of the reference is composed of the same components that are recited, so the skilled artisan 
would expect the inherent physical characteristics to be the same, as well, since there is nothing 
otherwise recited that would lead to a different result. 
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In regard to claims 4 and 5, although Watanabe et al. and Masubuchi do not specifically 
teach the claimed adhesive, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have used a given adhesive composition in order to achieve the 
desired adhesive properties depending on the particular desired end result, and to have selected a 
particular adhesive in order to achieve the desired properties of the hose depending on the 
particular desired end result. The selection of a known material based on its suitability for its 
intended use supported a prima facie obviousness determination in Sinclair & Carroll Co. v. 
Interchemical Corp., 325 U.S. 327, 65 USPQ 297 (1945); In re Leshin, 227 F.2d 197, 125 USPQ 
416 (CCPA 1960) (selection of a known plastic to make a container of a type made of plastics 
prior to the invention was held to be obvious); MPEP 2144.07. 

In regard to claim 7, although Watanabe et al. and Masubuchi do not specifically teach 
that the thermoplastic elastomer composition is foamed, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have used a given thermoplastic 
elastomer composition such as a foamed thermoplastic elastomer composition in order to achieve 
the desired adhesive properties (such as density, flexibility, thermal insulation, etc. . .) depending 
on the particular desired end result, and to have selected a particular thermoplastic elastomer 
composition in order to achieve the desired properties of the hose (such as density, flexibility, 
thermal insulation, etc. . .) depending on the particular desired end result. The selection of a 
known material based on its suitability for its intended use supported a prima facie obviousness 
determination in Sinclair & Carroll Co. v. Interchemical Corp., 325 U.S. 327, 65 USPQ 297 
(1945); In re Leshin, 227 F.2d 197, 125 USPQ 416 (CCPA 1960) (selection of a known plastic to 
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make a container of a type made of plastics prior to the invention was held to be obvious); MPEP 
2144.07. 

In regard to claims 8-12, although Watanabe et al. and Masubuchi do not specifically 
teach that the laminate is used as any of the articles recited in claims 8-12 (although Masubuchi 
does teach that the material is used as interior parts of a car [paragraph 0043]), it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to have used 
the laminate in any application in which a rubbery surface is commonly used, such as any of the 
articles recited in claims 8-12, because the material taught by Masubuchi for the laminate taught 
by Watanabe et al. and Masubuchi is a rubbery material that is also excellent for "parts of 
appearance" (paragraph 0043). 

Conclusion 

3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Walter B. Aughenbaugh whose telephone number is (571) 272- 
1488. The examiner can normally be reached on Monday-Thursday from 9:00am to 7:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye, can be reached on (571) 272-3 1 86. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Walter B Aughenbaugh / 

Examiner, Art Unit 1794 

9/30/09 



